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Status 

1 )M Responsive to communication(s) filed on 09 July 2003 . 
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9) D The specification is objected to by the Examiner. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Capelle 
(2,917,954), Chen (6,742,421 or 6,622,597), Cruz et al. (5,431,075), or Lin (6,679,142). 

Capelle ('954), Chen ('421 or '597), Cruz et al. ('075), or Lin ('142) each disclose 
a tool having a screwdriver bit having a driver portion at one end and a sleeve engaging 
portion at the other end, each disclosing the bit except for the specific dimensions as 
presently claimed. However, regarding the specific dimensions, it appears that the 
applicant is attempting to define the dimensions of the bit based upon a particular 
intended application of the tool, and as such, the examiner, respectfully, contends that 
changing the size and/or shape of a particular tool based upon its intended application 
would have been obvious to one having ordinary skill in the art, and as such, a recitation 
of relative dimensions are not sufficient to patentably distinguish the claimed device 
over the prior art devices. In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955) 
(Claims directed to a lumber package "of appreciable size and weight requiring handling 
by a lift truck" where held unpatentable over prior art lumber packages which could be 
lifted by hand because limitations relating to the size of the package were not sufficient 
to patentably distinguish over the prior art.); In re Rinehart, 531 F.2d 1048, 189 USPQ 
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143 (CCPA 1976) ("mere scaling up of a prior art process capable of being scaled up, if 
such were the case, would not establish patentability in a claim to an old process so 
scaled." 531 F.2d at 1053, 189 USPQ at 148.). In Gardner v. TEC Systems, Inc., 725 
F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 
(1984), the Federal Circuit held that, where the only difference between the prior art and 
the claims was a recitation of relative dimensions of the claimed device and a device 
having the claimed relative dimensions would not perform differently than the prior art 
device, the claimed device was not patentably distinct from the prior art device. 
3. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fruhm (6,352,01 1), Li (6,363,819), or Liou (6,725,749), in view of Pool et al. 
(5,555,781). 

Fruhm ('01 1), Li (*819), or Liou (749) each disclose a tool with a bit having a 
driver portion, a sleeve engaging portion, and a sleeve having a hexagonal opening and 
a detent, the sleeve engaging portion of the bit being hexagonal and having a recess for 
receiving the detent, and, as such, disclose the claimed invention except for the specific 
dimensions, or the particular material. The examiner, in paragraph 2 above, has 
addressed the issue of the obviousness of changing the size of the bit. Pool et al. (781) 
teach making a driver bit from steel suitable for fasteners is known to persons of 
ordinary skill in the art, and specifically teach a bit member (fabricated from an S2 with 
additional carbon tool steel austempered and having a Rockwell C hardness of 59-60). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have modified the tool bit of Fruhm ('01 1), Li ('819), or Liou 
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(749) by altering the specific dimensions of the bit for a particular application of the tool, 
and by constructing the bit from a particular material, such as the steel as taught by 
Pool et al. (781), wherein the choice of material suitable for driving fasteners is known 
to persons of ordinary skill in the art. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Anderson et al., Hu, and Postle each disclose a tool having a 
driver bit wherein the driving portion of the shank of the bit has a reduced diameter 
relative to the remaining diameter of the shank. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David B. Thomas whose telephone number is (703) 
308-4250. The examiner can normally be reached on 7-4 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David B Thomas can be reached on (703) 308-4250. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





David B. Thomas 
Patent Examiner 
Art Unit 3723 



